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Office Action Summary 



Application No. 
09/771.439 



Appiic£fft{s) 



MATSUMOTO 



Examiner 

Stephanie Zitomer 



Art Unit 

1655 




Oj^jEof this oommunioation appears on th. cover sheet v^lih the correspondence address - 

TsHOrSeD statutory period for reply .S set to expire MONTHIS) FROM 

THE MAILING DATE OF THIS COMMUNICATION. ^ ^ ^ 

- Extensions of time may be available under the prov.s.ons of 37 CFR 1.136 (a). 

, trpSSrer^eS "^^^^^^^^^^ - — Minimum of thirty <30, days wil, 

. .f ^0 ;::iSTrrris specified above, the maximum statutory period v.il. app.y and wii. expire SIX ,6, MONTHS from the maiiing date of th.s 
communication. ^ ^ • a ir.r r«niv will bv statute cause the application to become ABANDONED (35 U.S C. § 133) 

earned patent term adjustment. See 37 CFR 1 .704(b). 
Status 

1 ) K Responsive to communication(s) filed on Apr 16, 2001 



2a) □ This action is FINAL. 



2b) K This action is non-final. 



2a) LJ I nis aciion lb rii^^i-. — 

3,n sin., ,hi. ,pplic.«on is in condition .o, allo»ance ^»XlT^'^t7Tu'".^oTlZ^ ™" ' 
closed in accordance with the practice under fx parte Owte, 1936 CD. 11, 463 u.t.. ^lo 



Disposition of Clainfis 
4)K Claim(s) 1-8 



4a) Of the above, clainn(s) 
5)0 Claim(s) ^ 



is/are pending in the application, 
is/are withdrawn from consideration, 
is/are allowed. 



6)K Claimlsl 1-8 

?)□ Claim(s) 

&)□ Claims 



is/are rejected. 
_ is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)n The specification is objected to by the Examiner 



is/are objected to by the Examiner 



is: a)D approved bjD disapproved. 



10)D The drawing(s) filed on 

1 1 )□ The proposed drawing correction filed on 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 ^ or ■ ■ c r s 1 1 qra\-(d) 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § naia) lO). 

alD All blD Some* OD None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. 

3". □ copies of the certified copies of the priorjy docum^^^^^^^^^ in this National Stage 

application from the International Bureau (PCT Rule i /.ztai). 
*See the attached detailed Office action for a list of the certified copies not received. 
UjD Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



18) □ Interview Summary {PTO-413) Paper No(s). . 




1 9) □ Notice of Informal Patent Application iPTO-1 52) 
20} □ Other: 
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DETAILED ACTION 
Rejections under 35 U.S.C. 112. second paragraph: Indefiniteness 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly P°i"t'"9 Jj);*^"^ 
distinctly claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

(a) The recitation "two or more kinds of single-stranded nucleic acids" is 
confusing because it is unclear whether it means RNA, DNA, ZDNA, etc. or nucleic acids 
having different nucleotide sequences. 

(b) The recitation "single-stranded nucleic acids complementary to the 
immobilized nucleic acids" is confusing because the antecedent basis is unclear. It is 
suggested to indicate that the complementary nucleic acids are in the sample solution. 

(c) The recitation "according to immobilized portions" is confusing because the 
antecedent basis is unclear. Claim 1 does not establish that the substrate has "immobilized 
portions" and the meaning of "according to" is unclear. 

(d) The recitation "separating the hybridized single-stranded nucleic acids" is 
confusing because it is unclear whether it means denaturing the hybridized nucleic acids into 
single strands or removing the nucleic acids in their hybridized form from the substrate. 

(e) ) The recitation "to collect the hybridized single-stranded nucleic acids..." is not 
an active method step as it should be but it is simply a statement of future intended use. 
Method claims need not recite all operating details but should at least recite positive, active 
steps so that the claims will set out and circumscribe a particular area with a reasonable 
degree of precision and particularity and make clear what subject matter the claims 
encompass as well as make clear the subject matter from which others would be precluded, 
fx parte Eriich. 3 USPQ2d 101 1 at 6. 

(f) The recitation "plate-like shape" renders the claims indefinite because the 
claims include elements not actually disclosed {those encompassed by "like"), thereby 
rendering the scope of the claims unascertainable. See M.P.E.P. § 2173.05(d). 
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Furthermore, "plate" may have a variety of shapes and alternatively may refer to a flat 
surface. The recited phrase is not defined in the claims or in the specification. It is 
suggested to recite the specific intended shape. 
Rejection under 35 U.S.C. 102(e): Anticipation 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

before the invention thereof by the applicant for patent. 

2. Claims 1 and 3-8 are rejected under 35 U.S.C. 102(e) as being anticipated by the 
patent to Mills, Jr. et ai. (6,150.102). The claimed invention method is disclosed by Mills, 
Jr. et al. as follows: a step of hybridizing single-stranded nucleic acids in a sample solution 
with single-stranded nucleic acids of two or more different nucleotide sequences 
immobilized at discrete locations ("depots") on a substrate (column 7, lines 46-62; column 
12 lines 28-32) and separating and collecting the hybridized sample nucleic acids from 
discrete locations (column 13, line 15-column 15, line 15; column 25, claim 1). Regarding 
the embodiment of claims 3 and 4 wherein the immobilized nucleic acid is DNA the patent 
teaches that the immobilized nucleic acid is DNA (column 25, claim 2). Regarding the 
embodiment of claims 5-8 wherein the substrate has a "plate-like" shape, "plate-like" is 
interpreted as a flat surface such as glass or a silicon wafer as disclosed in the patent 
(column 8, lines 12-20; column 10, lines 4-5). 
Rejection under 35 U.S.C. 103(a): Obviousness 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

shall not be negatived by the manner In which the invention w/as made. 

3. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mills, Jr. 
et al. (6,150,102) as applied to claims 1 and 3-8 above in view of Takenishi et al. 
(6,017,742). The claimed invention method of claim 2 differs from that of Mills, Jr. et al. 
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wherein the substrate carries a compound having a carbodiimide group. However, Takenishi 
et al. teach a method of immobilizing nucleic acids on a substrate carrying a carbodiimide 
group wherein the substrate may be a plate (column 3, lines 52-67; column 11, Example 
10). It would have been obvious to one of ordinary skill in the art at the time the claimed 
invention was made to use the Takenishi et al. plate carrying a carbodiimide in the method 
of Mills, Jr. et al. because the skilled practitioner in the art would have been motivated by 
the routine practice in the art of using carbodiimide chemistry for immobilizing biological 
molecules on a substrate and by the advantages of ease of handling, reactivity and 
adhesiveness taught by Takenishi et al. (column 2, lines 39-49; column 3, lines 22-24). 
Conclusion 

4. No claim is allowed. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephanie Zitomer whose telephone number is (703) 308- 
3985. The examiner can normally be reached on Monday through Friday from 8:00 am to 
4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, W. Gary Jones, can be reached on (703) 308-1 152. The official fax phone 
number for this Group is (703) 308-4242. The unofficial fax number is (703) 308-8724. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is (703) 
308-0196. 



^^^^J^^ftomer, Ph.D. 
June 26, 2001 



